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| CENTRAL FAX CENTER 

MAY 1 0 2004 

' LERNER, DAVID, UTTENBERQ, KFtUMHOLZ & MENTUK, LLP 




To: Fax Number Voice Number 



United States Patent and 


703-872-9306 




Trademark Office 






Attn: Image Ffle Wrapper 







From: Harvey L. Cohen, Esq. 

Date: May 10, 2004 No. Pages: 10 (not including transmittal page) Original Mailed: No 
Client/Matter No: SCHERI/337 



• MESSAGE: REs Application No. OMB09,QG2 

Please enter the attached documents and fax back confirmation of receipt of 

same. 



cc: Information copy to: 

John Gillon, Esq. (Office of Petitions) 
Fax No, 703-305-4257 



NOTICE: The mforrnati on contained herein is intended only for the addressee identified above. It may be or may include matmal that is 
confidential, atoomey-client privileged, attorney work product, copyrighted, and/or in^eimfannanon. If you arc not the intended 
recipient, or a person responsible for delivering this message to the intended recipient, you are hereby notified that die unauthorized use, 
disclosure, distribution or copying is strictly prohibited and may be in violation of court order! or otherwise unlawful If you have received 
this transmission in error, please immediately notify us at 90S 654 5000 (collect, if necessary) end return this document to us by mail 
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I hereby certify that this paper is being trans n 
United States Patent and ^gajdemark Officej 

Signature: 



To: United States Patent and Trademark Office 
Attn: image File Wrapper 
Fax No-: (703) 873-9306 
No. of Pages: 10 




by facsimile to the 
10, 2QQ4. 



1 1 r 

Docket No.: SCHERING 3.0-12(5 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



RECEIVED 

CENTRAL FAX CENTER 

MAY 1 0 2004 



In re Patent Application of: 
Saksena et al. 

Application No.: 09/909,062 
Filed: July 19, 2001 

For: NOVEL PEPTIDES AS NS3-SERINE 

PROTEASE INHIBITORS OF HEPATITIS C 
VIRUS 



ConfinmationNo.: 9813 
Art Unit: 1654 
Examiner: M. A. Audet 



PETITION 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sin 

Applicants petition the Director under 37 CFR 1.181(a)(3) to revive the above- 
identified patent application in view of the following facts: 



1 . As shown on the attached copies of the "Updated Filing Receipt' 1 and first 
page of the Office Action mailed March 26, 2003, the original correspondence address for the 
above-identified application was Schering-Plough Corporation located in Kenilworth, 
New Jersey. 



2. As shown by the File History, a copy of which is enclosed herein for 
reference, an Associate Power of Attorney and Correspondence Address Change was entered on 
October 9, 2003 (copy enclosed). The new correspondence address was changed to "Customer 
Number 00530", which corresponds to Lerner, David, Littenberg, Krumholz & Mentlik, LLP, 
600 South Avenue West, Westfield, New Jersey 07090, 
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Application No.: 09/909,062 Docket No.: SCHERING 3.0-120 

3. On December 10, 2003, following correspondence of record and a brief 
telephone conversation between the undersigned and Examiner Audet, the undersigned received 
a telephone call from Examiner Audet in which the Examiner stated that a Notice of Allowance 
would issue shortly. 

4- In the course of a routine status check on May 6, 2004 of the application 
via the PAIR system by support staff of the undersigned's firm, it was learned that a Notice of 
Allowance was mailed on December 18, 2003. 

5. After a thorough review of the application file and other internal records 
and docket computer database of the firm, as well as a similar review of the records of Schering- 
Plough, it was determined that the Notice of Allowance had not been received. 

6. On May 6, 2004, a call was placed to Examiner Audet regarding the 
above matter, and on May 7th the Examiner called the undersigned. At that time it was learned 
that: 

A. The Associate Power of Attorney had been correctly entered on 
the records of the Office, but the Notice of Allowance and Fee(s) Due had not been mailed to 
Customer Number 00530; and 

B. The Notice of Allowance and Fee(s) Due had instead been mailed 
to an unrelated party, Ernest D. Buff, Esq. of Morristown, New Jersey. A copy of the cover 
page of that notice, provided on May 7, 2004 by facsimile by Examiner Audet, is attached 
hereto. 

7. As it was impossible for Applicants to respond to the improperly mailed 
Notice, Applicants hereby petition the Examiner as follows: 

A. to revive the subject application without the payment of a fee 

therefore; 

B. to promptly issue a properly captioned and addressed Notice of 
Allowance and Fee(s) Due to the undersigned; and 
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Application No.: 09/909,062 Docket No.: SCHERING 3.0-120 

C to make of record that Applicants are entitled to a credit for the 
time lost between the first date of mailing of said Notice, December 18, 2003, and the new 
mailing date under 7.B, above pursuant to 35 U.S.C. 154(b). 

If for any reason the Petitions attorney does not believe that the Petition under 
37CFR 1.181(a)(3) can be granted, it is respectfully requested that he or she telephone 
Applicants 1 attorney at (908) 654-5000 in order to overcome any: additional objections that he or 
she might have. 

If there are any additional charges in connection »with the Petition and response, 
the Examiner is authorized to charge Deposit Account No. 12-1095 therefor. 

Dated: May 10, 2004 Respectfully submitted, 
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^ Cohen 
Registration No.: 28,365 
LERNER, DAVID, LITTENBERG, 
KRUMHOLZ & MElkTLIK, LLP 
600 South Avenue 1 West 
Westfield, New Jersey 07090 
(908) 654-5000 
Attorney for Applicant < 
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United States B^tent amp Trademark Office 



I APPLICATION NUWER* 

09/909,062 07/19/2001 ^T646 



24265 

SCHER|NG-PLOUGH CORPORATION 
PATENT DEPARTMENT (K-6-1, 1990) 
2000 GALLOPING HJLL ROAD 
KENILWORTH. NJ 07033-0530 



COMfaftSOMM FOR BfcTEtfTB 

Uhtteo Swfnxs Rwr and "Piaocmahk Ornce 
ATTYDOCfliTHO| DRAWINGS I TOT CLAIMS | lNDCU*llwT| 

1692 ~ IN011S7K 54 4 

CONFIRMATION NO. 9&13 
UPDATED PILING RECEIPT 



-00000000008970729* 



Date Mailed:- 10/25/2001 



Receipt is acknowledged of this nonprovteional Patent Application. It will be considered in its order and you will be 
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE. 
' NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by 
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt If an 
error is noted on this Filing Receipt please write to the Office of Initial Patent Examination's Customer 
Service Center. Please provide a copy of this Filing Receipt with the changes noted thereon. If you 
received a "Notice to File Missing Parts" for this application, please* submit any corrections to this Filing 
Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will 
generate another Piling Receipt incorporating the requested corrections (If appropriate). 

Applicants) 

Anil K. Saksena, Upper Montdair, NJ; 
Viyyoor Moopil Girijavallabhan. Parsippany. NJ; 
Raymond G, Lovey, West Caldwell, N J; 
Edwin E Jao, Warren, NJ; 
Frank Bennett, Piscataway, NJ; 
Jlnping L. McCormick, Edison, NJ: 
Haiyan Wang. Cranbury, NJ; 
Russell E. Pike, Stanhope. NJ; 
Stephane L Bogen, Somerset NJ; 
Yi-Tsung Liu. Morris Township, NJ; 
Ashok Arasappan. Bridgewater, NJ; 
Tejal Parekh, Mountain View, CA; 
Patrick A. Pinto, Morris Plains. NJ; 
F. George Njoroge, Warren, NJ; 
Ashit K. Ganguly. Upper Mountclair, NJ; 
Terence K. Brunck, Santa Fe, NM: 
Scott Jeffrey Kemp. San Diego, CA, 
Odile Esther Levy. San Diego, CA; 
Marguerita Lim-Wilby, La Jolla, CA; 

Domestic Priority data as claimed by applicant 

THIS APPLN CLAIMS BENEFIT OF 60/220,109 07/21 /20b0 

Foreign Applications 




If Required, Foreign Filing License Granted 08/29/2001 
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projected Publication Date: 01/31/2002 
Non-PubllcatJon Request: No 
Early Publication Request: No 



Title 

Novel peptides ad NS3-sertne protease inhibitors of hepadtis C virus 

■ t 

Preliminary Class 

530 



LICENSE FOR FOREIGN FILING IUNDER 
Title 35, United States Code v Section 184 
Title 37, Code of Federal Regulations, 5.11 & S.1S 

GRA NTED 

The applicant has been granted a license under 35 U.S.C. 184. If the pHirase "IF REQUIRED. FOREIGN FILING 
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where 
the conditions for Issuance of a license have been met, regardless of whether or not a license may be required as 
set forth in 37 CFR 5. 1 5. The scope and limitations of this license are sen forth in 37 CFR 5.15(a) unless an earlier 
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The 
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted 
under 37 CFR 5.13 or 5.14. 

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof 
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 
1.53(d), This license is not retroactive. 

The grant of a license does not in any way lessen the responsibility of ta licensee for the security of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the 
national security or the export of technical data. Licensees should apprise themselves of current regulations 
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls. 
Department of State (with respect to Arms, Munitions and Implements of VNfar (22 CFR 121-12B)): the Office of 
Export Administration, Department of Commerce (1S CFR 370.10 (J)); the Office of Foreign Assets Control. 
Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

.No license under 35 U.S.C. 184 has been granted at this time, if the phrase n IF REQUIRED. FOREIGN FILING 
LICENSE GRANTED" DOES NOT appear on this form. Applicant mayistiU petition for a license under 37 CFR 
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months 
has lapsed from the filing date of this application and the licensee has mot received any indication of a secrecy 
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b), 
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An 




t TKirtTO STAT"* T^l^T AND ^PFMARK OFFICE 



APPLICATION WO- 



PIUNQDATE 



M/909,062 



07/190001 



FIRST N*MBP INVENTOR^ 
Artil K_ Sikso* 



24263 7590 

SCHERING-PLOUGH CORPORATION 
PATENT DEPARTMENT (K-6-1, 19*>) 
£000 GALLOPING HILL ROAD 
KHNILWORTH, NJ O7O33-053O 



1 ATTORNEY DOCKEtlMX | CCHMBMaTON » 



9i\J 



t 



EXAMPLE* 



ART UNIT 



AUDET. MAURY A 

3 



PAPEft NUMBER 



1694 

DAT* MAILED; Q3/26/1TOJ 



Please find below and/or attached an 



Office commvuucation concerning this application or proceeding. 




PTCK90C (R«v. 07-01) 
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United States Patent and Trademark Office 

Home | Sits index | Search | Guides | Contacts) efiiulne** | eBlz alerts | Hew* | Help 




Other Unks 




nter Friendly Vera Ion 



Search results for application number:0&V909 t 062 


Application 
Number. 


09/909,082 


Customer 
Number; 




Filing or 371(c) 
Date: 


07-19-2001 


Status: 


Notice or Allowance Mailed - 
Application Received In Office of 
Publications 


Application 
Type: 


Utility 


Status (Date; 


02-11-2004 


Examiner Name: 


AUDETj MAURY A 


Location: 


ELECTRONIC 


Group Art Unit: 


1654 


Location iDate: 




Confirmation 
Number 


9813 


Earliest 
Publication No: 


US 2003-0030501 A1 


Attorney Docket 
Number: 


IN01157K 


Earliest 
Publication 
Date: 


02-20-2003 


Class/ Sub- 
class: 


435/006 


Patent Number: 




ftm. Named 
Inventory 


Anil Sakeena, 
Upper Montolalr, 
NJ 


feme Date of 
Ptetent: 




Tme or 
Invention: 


MOVEL PEPTIDES AS NS3-SERINE PROTEASE INHIBITORS OF 

Hepatitis c virus 



Select Search Opton 



MSSiniinicn 



Continuity Data 

Patent Term Adjustment History 
Published Documents 



File History 



Date 


Contents Description 


&4-23-2004 


Receipt Into Pubs 


02-11-2004 


Workflow * File Sent to Contractor 


02-11-2004 


Receipt Into Pubs 


12-18-2003 


Mail Notice of Allowance 


12-12-2003 


Issue Revision Completed 


12-12-2003 


Notice of Allowance Data Verification Completed 


12-12*2003 


Notice of Allowability 


10-09-2003 


Correspondence Address Chang* 


1049-2003 


Correspondence Address Channa 


09-29-2003 


Information pisclosure Statement (IDS) Filed 
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10-07-2003 


Date Forwarded to Examiner 


09-29-2003 


Response aftar Non-final Action 


09-29-2003 


Request for Extension of Time - Granted 


03-26-2003 


Mall Non-Final Rejection 


03-24-2003 


Non-Final Rejection 


03-03-2003 


Case Docketed to Examiner in GAU 


02-27-2003 


Date Forwarded to Examiner 


02-13-2003 


Response after Non-Final Action j 


02-13-2003 


Reoueat for Extension of Time - Granted 


02-21-2003 


CRF Is Good Technically / Entered [Into Database 


12-19-2002 


Mall Miscellaneous Communication to Applicant 


12-19-2002 


Miscellaneous Action with SSP 


10-28*2002 


Date Forwarded to Examiner 


10-21-2002 


Response to Election / Restriction Filed 


10*02-2002 


Mail Restriction Requirement 


10-01-2002 


Requirement for Restriction / Elect 


Ion 


07-1S-2002 


Information Disclosure Statement i 


IDS) Filed 


08-08-2002 


Case Docketed to Examiner in GAI 


1 


01-03-2002 


hformatlon Disclosure Statement \ 


IDS) Filed 


05-07-2002 


Case Docketed to Examiner in GAU 


01-03-2002 


Information Disclosure Statement {IDS) Filed 


10-25-2001 


Application Dispatched from OIPE 


10-25-2001 


Application la Now Complete 


00-06-2001 


Notice Malled-Aoillcatlon Incomplete-Filing Date Assigned 


08-29-2001 


Correspondence Address Chanoe 


07-30-2001 


IFW Scan & PACR Auto Security Rtovlew 


07-19-2001 


Initial Exam Team nn 
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United States Patent and Trapemarx Office 



NOTICE OF ALLOWANCE AND FEE(S) DUE 



ERNEST P. BUFF. ESQ 
ERNEST D. BUFF A ASSOCIATION 
?4S SOUTH STREET 
MOMISTOWN. NJ <W60 



C 



EXaMXE* 



Mmr.MAVfcYA 



artvwt 



PATS MAILED: 13/110003 



AmicATiwMa 



mUT NAMED WVIN1DA 



ovitaoai Anil ml i 

TtYU Of INVENTION: NOVEL PEPTIDES AC HSVSBBJMB TfUnHASg INHIBITORS OF HfiT AlTO C vmus 



IN0I1S7K 



«eu 



rV»UCATMMI 



TOTAL nE0}BUl 



DATCDUE 



HO 



IIUO 



TBE APPLICATION IDXNTTPTED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT. 
fROCTCim ftW flN THE IB H^Rft THIS NOTICE OF ALLOWANCE 15 NOT A GHANT OP PATENT JUGHTS. 

TH1S APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT TOE WTIAT1VK OF THE OFFICE OR UPON 
PETITION BY THE AFFUCANT. SEE 37 CFR IJI3 AND MPEP IMS. 

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN X&BEE MOMTftfi FROM THE 
MAILING PATE OF THIS NOTICE Oft THIS APPLICATION SHALL AS ! REGARD ED AS ABANDONED. TOTS 
STATUTORY rrwrOD CANNOT R£ ECTENnttn. SEE 35 U&C 151. THE! ISSUE FEE DUE INDICATED* ABOVE 
REFLECTS A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEB APPLIED IN THIS APPLICATION. THE FTOL-IS* (OR- 
AN EQUIVALENT) MUST BE RETURNED WITHIN THIS PERIOD EVEN IF NO FEE IS DUE OR'TKft APPLICATION WILL 
HE REGARDED AS ABANDONED. 

HOW TO REPLY TO THIS NOTICE: 

L Kaview the SMALL ENTITY tutu* fbown above 



If Ha* SMALL ENTITY ii Awn *t YES. verify y&ur euroest 
SMALL ENTITY fBDis: 

A. If sdtm k Ibe unit, pay *c TOTAL fBE(S) DUE shown 
abov*. 



BL If the ttitn ig cbanpsd, pay Die PUBLICATION PEE (jf 

auliad) and twice the tsntrvM of che ISSUE FEB aboM above 
I hotuy ihe United States Pttent tod Trademark Office of (be 
cfaMige m fttafiu, or 



ILPARTB* 



ITduB SMALL ENTITY is *hown e* NO: 
A* ?«y TOTAL PBdCS) DUB ifaown above, or 

B, Ifeppfkw elofitiod SMALL ENTITY atafaia tatae, or fat u,~ 
eJaimlDC SMALL ENTITY Jftrt**, fthoelc ftabox below end mcIos* 
the PVBUCATTONl PEE and 1/2 tt* ISSUE FEE shown aftov*. . 

□ Applicant claims SMALL ENTITY 
$ea?7CFRL37. 



* FEE(S> TRANSMITTAL abouM bo completed end mucmd to the United Shm Punt and Trademark OfEca (USPTO) irith 
your ISSUE Pfifi <md PUBLICATION FEE (if required}* Even |f thm tad) bvt already faeoi paid, Pan B - Foeja) Tamhial abmld be 
completed and anvroad. If you an caacBfeg tfar f«(i) to yoor deport amuat, Eecikm *Uh* of Part B - F«c0) Tn*mitbri ibovld t* 
completed and an cxn copy ofd* fiinn efeould be *uba&toi<L 



EL All coaaaaaatoalUni wsardinj thil •ppMcadM niat give the application 
Mafl Stop ISSUE FEE Mote* ednfted to cbeconcniy. 

IMPORTANT REMINDER.- Utility paiani 

v fee*. It k oattabM 1 ! rnfmrntlbUity o> 



Plena dies* all 



urns appUcatioaa filed on »r offer Dec. U, 19SS 
antra tfataly paymmf mi ua(M*«ci fm wba« 



prior lo towance to 



aaay raoslre paytacst of 



lora 
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OocketNo.: SCHEMNG 3.0-120 
(PATENT) 



!N THE UNTTED states patent and trademark office 



In id Patent Application of: 
SaksenaetoL 

Oiovqi Art Unit: 1654 
Application Ko.: 09/909,062 ^ 

Examiner: M- Aiidot 

Filed: July 19,2001 

For NOVEL FBPT1DES AS NS3-SEMNE 

PROTEASE INHIBITORS OF HEPATITIS C 



VIRUS 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

Fiease recognize as Associate l^titioners in Urease all pnictitio^ a**ciated 
with C^tomcrNo, 00530 to^sccute this application ^ t^sact all buainoee u> the U.S. 
Patent and Trademaifc Office connected herewith, 

Please change the ooxroipondeace addras to Ctiatomer Number 00530. 

R^pc^lty submitted, 



Palaiyur S. Katyanaraman 

Registration No.: 34.634 
Schering-Plougb Corporation 
2000 Galloping Hill Road 
K-6-1 1990 

Kenilwoith f HJ 07033-0530 
(908) 29S-5068 
Attorney for Applicant 
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